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DETAILED ACTION 

1 . Applicant's arguments, see remarks, filed 8/25/04, with respect to the data 
collection previous to the issuance of the payment instrument has been fully considered 
and are persuasive. The finality of rejection has been withdrawn. 

However, upon further consideration, a new ground(s) of rejection is made in 
further view of O'Flaherty et al (6,275,824). 

Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skjll in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Walter (2002/0087472) in view of O'Flaherty et al (6,275,824). 

As per Claim 1. 

Walter (824) discloses a method for protecting consumer personal data, 
comprising: 

receiving an application for a payment instrument (e.g. smart card, credit card or 
loyalty card in Fig. 3 and paragraph (0025)), wherein the application comprises personal 
data and a privacy preference of a consumer (see paragraph (0045), see Fig. 4); 

saving the application in a database (see Figs. 1 and 5) that is associated with an 
issuing financial institution Who issued the payment instrument (See paragraph (0044) 
for the inherent financial institution, which is issuing the card; 

storing at least some of the personal data and the privacy preference onto the 
payment instrument, wherein the payment instrument includes consumer account 
information necessary to tie a debit or credit payment transaction to a consumer 
account that is associated with the issuing financial institution (see paragraphs (0025), 
(0036)-(00381); and 

receiving a purchase request at a credit or debit processing system that is 
associated with a merchant financial institution, wherein the purchase request is In 
response to presentation of the payment instrument and the customer account 
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information and at least some of the personal data and the privacy preference (see 
paragraphs (0012H0013), EO036H0038), (0040J, (0044J); and 

saving the privacy preference in a database associated with the merchant 
financial institution (28) (see Id.), 

wherein the purchase request provides the consumer account information as well 
as the personal data and the privacy preference from the user of the payment 
instrument, without separate entry of the personal data and the privacy preference from 
an instrument other than the payment instrument (see Supra paragraphs). 

Walter (824) does not disclose the application is received before the payment 
instrument is issued. 

O'Flaherty et al (824) teaches entering privacy preferences at a kiosk before 
issuance of a card, see column 5, lines 1-9 for the benefit of expediting issuance of a 
card. 

Therefore, it would have been obvious to one of ordinary skill in the art, at the 
time the invention was made to provide a kiosk to collect data for the issuance of a card 
for the benefit of expediting issuance of a card. 

As per Claims 2 and 4: 

Walter (824) further discloses the method, wherein the payment 
instrument comprises a credit or debit card having a magnetic stripe, or a processor and 
memory (smart card) (see Supra paragraphs). 

As per Claim 3: 

Walter (824) further discloses the method, wherein the payment instrument 
includes a check, and wherein the privacy preference is printed onto the check (see 
Supra paragraph (0025)). 

As per Claim 5: 

Walter (824) further discloses the method including the step of reading the 
personal data and the preference at a merchant location when the consumer's payment 
instrument is accessed, and saving the data at the merchant storage location (see 
paragraphs (001 21 -(001 3), (0036J-(0038), (0040), (0044)). 

As per Claim 6: 

Walter (824) further discloses the method including the step of mailing 
marketing material to the consumer only if permitted by the consumer's privacy 
preference (see paragraph (0003)). 

As per Claims 7-8: 

Walter (824) further discloses the method, wherein the privacy preference 
indicates that consumer receives marketing material only from affiliated merchants (see 
paragraphs (0003), (0006) by controlling the type of personal data that may be 
collected). 
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As per Claim 9: 

Walter (824) further discloses the method, wherein the privacy preference 
indicates that consumer receives marketing material only from the affiliated bank (Id.)- 

As per Claim 10: 

Walter (824) further discloses the method, wherein the privacy preference 
indicates that the consumer opts out (see paragraph (0008)). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas A. Dixon whose telephone number is (571) 
272-6803. The examiner can normally be reached on Monday - Thursday 6:30 - 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on (571) 272-6708. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infonnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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